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REMARKS 

Claims 1-2 have been aniended. Claims 3-20 have been added. Claims 1-20 are pending in the 
cose, Funher examination and reconsideration of pending claims 1-20 are hereby lespccifully requested. 

Pcfoctivc Oalh or Declaration 

TIic OITico Action states that "[t]hc oath or declaration is defective because: It does not stale that 
iho person making the oalh or declaration believes the named inventor or inventors to be the original and 
first inventor or inventors of the subject matter which is claimed and for which a pntent is sought." (Office 
Action - page 2,) Applicants Tcspcctfiilly traverse this assertion. 

For insiance, the declaration that was tiled in Ihc present case stales that **[w]e bch'evc tlial we arc 
the original joint inventors of the subject matter which is described and claimed in United States 
Application No. 09/639,818, filed August 17, 2000, for the invention entitled MiCROPARTICLES WITH 
Multiple Fluorescent SiGNAiJS AND Methods OF USING SAME." (Declaration, page 1.) Therefore, 
the declaration states that the persons making the duclaiation believe the named inventors are the original 
inventors of Ihe subject matter which is chimed and for which a patent is sought. 

The present ca.se i.s a conlimiation of United States Application No. 09/639,818, and tine 
dt-claralion filed in the present case is a copy of tlie declaration that was filed in the prior non-provisional 
Bpph'cation. A continuation or divisional application filed under 37 CFR 1.53(b) (other than a 
continuation-in-part (ClP)) may be filed with a copy of The oath or declaration from the prior 
nonprovisional application, Sec 37 CFR 1.63(d)(l)(iv). MPHP 602.05(a). A copy of an oath or 
declaration Irom a prior application may be submitted with a continuation or divisional application even if 
tlie oath or declaration identifies the application number of the prior application. MPEP 602.05(b). 

For at ka.st the reasons set fouli above, Applicants believe tliat the declaration is not defective. 
Accordingly, Applicants respectfully request removal of ihe requirement for a new oath of declaration. 
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Section 112, second paragraph, Relectioos 

Claims 1-2 were rejected under 35 U.S.C. § 1 12, second paragraph, as being indcrmite for foiling 
to particularly point out and distinclly claim Ihe subject maUcr which applicant regards as the invention. 
Claims 1-2 have been amended for clarification. It is believed that tlie amendments to these claims address 
Ihc anlcccdent basis problems identified in the Office Action. Accordingly, removal of this rejection is 
respectfully ruqucsted. 

Double Patenting Rejections 

Claims 1-2 were provisionally rcjccicd under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 14 and 16 of U.S. I'atent No. 6,649,414 to Chandler et 
al. Claim 2 was also rejected ui^dcr Iho judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claim 1 5 of U.S. Patent No. 6,268,222 to Chandler ct al. Applicant respectfully 
ti-averecs Ihcso rcjcctioas. However, to expedite prosecution, a Terminal Disclaimer is submitted in 
separate paper to obviate the double patenting rejections in accordance with 37 C.F.R. § K32l(c). Tlie 
Tcnninal Disclaimer is believed suflicicnt to overcome any assertion of judicially created obviousness-type 
double patenting between the present claims and claims of U.S. Patent No. 6,649,414 to Chandler etal. 
and 6,268,222 to Chandler et al. Accordingly, removal of these rejections arc respectfully icqucsted. 

Scctiftn 102 kekytions 

Claim 2 was rejected under 35 US.C. § 102(b) as being anticipated by PCf Publication No. WO 
97/14028 to Chandler ct al. (hereinallcr "Chandler"). As will be set forth in more detail below, the § 102 
rejection of claim 2 is respectfully traversed. 

A clain^ is anticipated only if each and every clement as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference. Verdcgaal Bro,<{. V. Union Oil Co. of 
California, 814 F.2d 628, 631. 2 USPQ2d 1051. 1053 (Fed, Cir. 1987), MPEP § 2131. Tlie cited art docs 
not disclose all limitations of the currently pending claims, some distinctive limitations of w*ich ate set 
forth in more detail below. 



SN 10/694,084 Response to Office Aciion mailed 9/8/04 " Page 7 of 1 

PA(X 7l12'RCVDAT12/7/2004 2:55:11 PM [Eastern Stands 



DECr07-2004 TUE 01:49 PM CONLEY ROSE & TAYON FAX NO. 5127031250 P. 



Tlic cited art docs not teach providing a population of mkroparticlcs which Includes 
subpopulalions of microparticles, each micropartlcte of which includes a plurality of nanoparlicles 
coupled to a polymeric microparticlc. Amended independent claim 2 recites in part: "providing a 
populaiion of microparticles which includes subpopulalions of inicroparticles, wherein each of the 
microparticlcs of tho population comprises a polymeric microparlicle and a plurality of nanoparticles 
coupled to tlie polymeric micropaiticle." Support for the anaendments to ctoim 2 can be found in the 
Spccincalion» for example, in paragraph 0013. 

Chandler discloses multiplexed analysis of clinical specimens apparatus and methods. Chandler, 
however, does not disclose providing a population of microparticles which includes subpopulalions of 
microparticles, each micropaiticle of which includes a plurality of nanoparticles coupled to a polymeric 
microparticle. For example. Chandler states: 

, . , the bcaiis within each subset arc uniform with respect to at least three and preferably 
four known classifiication parameter values measured with a flow cyiometer: e.g,, forward 
light scatter (Ci) which generally conrelates with size and refractive index; side light 
scatter (Cj) which generally coiTelatcs witfi size; and florcsccnt emissioi\ in at least one 
wavolengtli (Cj), and preferably in two wavelengths (Cj and C^), which generally results 
from the presence of fluorochronic(s) in or on the beads. (Chandler - page 7, lines 5-10.) 

Qiandlcr, howuvcr, does not disclose that each of the beads include a plurality of nanoparticles coupled to 
a polymeric microparlicle. As such, Chandler does not teach providing a population of microparticles 
which includes subpopulations of microparticles, each microparticle of which includes a plurality of 
nanoparticles coupled to a polymeric microparticle, as recited in claim 2. Consequently, Chandler does not 
teach all llmiiatiorLs of claim 2. 

For at least the aforementioned reasons, claim 2 is not anticipated by the cited art. Accordingly, 
lemovsil of this rejection is respectfully requested. 

Section in.Va)Uclcctions 

Claim 1 was rejected under 35 U,S.C. § 103(a) as being unpatentable over Chandler. As will be 
set forUi in more detail below, the § 103(a) rejection of claim I is respectfully traversed. 
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To establish prima facie obviousness of a claimed invention, all claim limitations must b« taugbt 
orsugficslcdbythepriorart. In re Royka, 490 F.26m, 180U.S.P.Q. 580 (CCJPA. 1974), MPEP 
2 143.03. Obviousness cannot be established by combining or modifying the teachings of the prior art to 
produce the claimed invention, absent some teaching or suggestion or incentive to do so. In reBoftd, 910 
F, 2d 81, 834, 15 US?Q2d 1566, 1568 (Fed. Cir. 1990). The cited art does not teach or suggest all 
limitations of the cuTrcntly pending claims, some distinclive limitations of which are set forth in more 
detail below. 

The ciUd art does not tench or suggest providing a population of microparticles which 
Includes distinct subpopulations of microparticles, each microparticlc of which includes a plurality 
of nanoparticlcs coupled to a polymeric microparticle. Amended independent claim 1 recites in part: 
"])roviding £1 population of microparticles which includes distinct subpopulations of microparticles, 
wherein each of tTic microparticles of the population comprises a polymeric microparticlc and a plurality of 
nanoparticlcs coupled to the polymeric mieroparticle." Support for the amendments to claim 1 can be 
found in the Specification, for example, in paragraph 0013. 

For at least the reasons set forth above, Chandler does not teach providing a population of 
micropariiclcs which includes distinct subpopulations of microparticles, each microparticle of which 
includes a plurality of nanoparticles coupled to a polymeric microparticle. In addition, Chandler does not 
suggest providing such a population of microparticles. As such. Chandler does not teach or suggest 
providing a popiilutioa of microparticles which includes distinct subpopulations of microparticles, each 
microparticlc of whicli includes a plurality of nanoparticles coupled to a polymeric microparticle, as recited 
in claim 1. Consequently, Chandler does not teach or suggest all timitations of claim 1. 

For at least the rciisons stated above, claim 1 is patcntably distinct over the cited art» Accordingly, 
removal of this rejection is rcspeelfuUy requested. 

I'a^cntability of tho Added Claims 

The present amendment adds claims 3-20. Claims 3-1 1 depend from claim 1; claims 12-20 
depend Trom claim 2. As such, claims 3-20 arc patcntably distinct over the cited art for at least the reasons 
set forth above. Accordingly, allowance of claims 3-20 is respectfully requested. 
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CONCLUSION 

This response constitutes a complcic respwnse to all issues raised in the Office Action mailed 
September 8, 2004. In atldition, the art cited but not relied upon is not believed to be pertinent to the 
pnteniabilily of the present claims. In view oflhe remarks traversing rejection.'^ presented therein. 
Applicants assert that pending claims 1-20 are in condition for allowance. If tlie Examiner has any 
questions^ comments, or suggestions, the undeirsigned earnestly requests a telephone conference. 

The Commissioner is authorized to charge any fees which may be required, or credit any 
oveipaymcm, to deposit account number 50-3268/5868-03004. 

Kespcctfnlly submitted, 

Ann Mario Mcwherter 
Reg. No. 50,484 
. Agent for App!icant(s) 

DafrcrMcDanicLP.C. 
r.O. Box 6S4908 
Austin, TX 787(58^908 
Ph: (512)476-1400 
Date: 12/07/ 2004 
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